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DETAILED ACTION 

This Office Action is responsive to the Applicant's communication filed July 6, 
2009. In virtue of this communication, claims 1-6 are pending in the instant application. 

Response to Arguments 

1 . Applicant's arguments with respect to claim 1 have been considered but are moot 
in view of the new ground(s) of rejection. 

It should be noted that the Applicant makes no argument as to the second 
reference, Owada, or to the combination of references. The Applicant has stated that 
the first applied reference, Hsia, is for a different application, but a recitation of the 
intended use of the claimed invention must result in a structural difference between the 
claimed invention and the prior art in order to patentably distinguish the claimed 
invention from the prior art. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 1-6 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. Amended claim 1 recites "impermeable and 
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coaxial inner and outer tubes" in lines 3 and 4. This constitutes new matter as the 
original disclosure only contained one "impermeable tube 49", disclosed on line 11 of 
[0030] of the original specification. 

Claim Rejections - 35 USC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

2. Claims 1-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Owada et al. (US 4,329,122), hereinafter referred to as "Owada", in view of Hsia (US 
5,394,043). 

With regard to claim 1 , Owada discloses an electric motor [100] (see figure 5) for 
powering downhole tools in a wellbore (see col. 1 , lines 9-17), the motor comprising: 

impermeable and coaxial inner [105] and outer [102] tubes in contact with 
wellbore fluids and forming an axially extending annular space sealed from the wellbore 
fluids (see col. 4, lines 50-56); 

a stator [101] having in the space a series of coiled windings and laminations 
connectable to a power supply (see col. 4, lines 45-49; the laminations are clearly 
visible in the figure; and connection to a power supply is inherent in this type of device); 

a rotor [106] connectable to a rotatable device[107] (see col. 4, lines 61-62), 
forming an axially through-going flowpath-forming passage (clearly shown in figure 5 
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between the rotor and stator), and the inner tube [105] in contact with the wellbore fluids 
(see col. 4, lines 50-56), the rotor [106] and the laminations of the stator [101] being 
arranged annularly with respect to each other (see figure 5); 

except that Owada does not expressly disclose a permanent magnet rotor or a 
potting material in the space and impervious to wellbore fluids, the laminations and coil 
windings being potted in the material. 

Hsia discloses an electric motor [10], the motor comprising: 

a stator [20] (see col. 2, lines 19-20) having a series of coiled windings [22] and 
laminations [24] (see col. 2, lines 24-26) connectable to a power supply (see col. 3, lines 
66-67 and col. 5, lines 5-9); 

a rotor [30] (see col. 2, lines 28-30) connectable to a rotatable device [40] (see 
col. 2, lines 36-39), forming an axially through-going flowpath-forming passage [144], 
and including a permanent magnet [60] (see col. 2, lines 53-59), the permanent magnet 
of the rotor and the laminations of the stator being arranged annularly with respect to 
each other (see figure); and 

a potting material [116] in the space and impervious to wellbore fluids (see col. 1 , 
lines 60-64; A material capable of withstanding autoclaving conditions would easily 
withstand common wellbore fluids.), the laminations and coil windings being potted in 
the material (see col. 3, lines 62-66). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to implement the electric motor of Owada by securing the 
laminations and coil windings in a potting material as taught by Hsia, for sealing all 
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electrical sections of the motor, since Hsia teaches that encapsulating the coil structure 
allows such a motor to withstand high heat and pressure conditions (see col.1, lines 60- 
65). 

With regard to claim 2, the combination of Owada and Hsia discloses an electric 
motor according to claim 1, as stated above. The combination, however, does not 
explicitly teach that the potting material is introduced under a vacuum. However, it 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to form the potting material under a vacuum, since the potting material is a 
finished product which can be made by any process, and the product itself is the same 
as or obvious over the product of the prior art. In re Thorpe, 777 F.2d 695, 698, 227 
USPQ 964,966 (Fed. Cir. 1985). 

With regard to claim 3, the combination of Owada and Hsia discloses an electric 
motor according to claim 1, as stated above, further comprising a motor housing [12] 
which confines the potting material (Figure 1 of Hsia shows the potting material [116] 
completely encapsulated by the motor housing [12].). 

With regard to claim 4, the combination of Owada and Hsia discloses an electric 
motor according to claim 1, as stated above, further comprising: 

wiring [100,106] that exits from the potted material through a metal clad tube [92] 
(see col. 3, lines 57-61 of Hsia), onto which an O-ring seal can be used (Statements of 
intended use do not further limit the scope of the claim.). 
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With regard to claim 5, the combination of Owada and Hsia discloses an electric 
motor according to claim 1, as stated above, wherein two or more electric motors [100, 
200, 300] are secured in series to comprise an electric motor assembly [10b] (see col. 
8, lines 22-25 of Owada). 

With regard to claim 6, the combination of Owada and Hsia discloses an electric 
motor assembly according to claim 5, as stated above. The combination, however does 
not explicitly teach that the motors are secured together before the potting material is 
introduced. However, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to form the motor assembly by securing the motors 
together before the potting material is introduced, since the motor assembly is a finished 
product which can be made by any process, and the product itself is the same as or 
obvious over the product of the prior art. In re Thorpe, 777 F.2d 695, 698, 227 USPQ 
964, 966 (Fed.Cir. 1985). 

Conclusion 

3. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 



Inquiry 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Andrews whose telephone number is (571)270- 
7554. The examiner can normally be reached on Monday through Thursday between 
the hours of 7:30 and 4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Quyen Leung can be reached at (571)272-8188. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/580,303 Page 8 

Art Unit: 2834 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Quyen Leung/ 

Supervisory Patent Examiner, Art Unit 2834 



/M. A./ 

Examiner, Art Unit 2834 



